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Response to Amendment and Argument 

1 . This communication is in response to applicant's 07/16/2004 Amendment in the 
application of Coggeshall for a "Contacting a computing device outside a local network 11 
filed 03/06/2001. The proposed amendment to the claims and response have been entered and 
made of record. Claim 29 has been amended, Claims 1-35 are pending in the present 
application. 

2. Applicant's amendment and argument to the rejected claims are insufficient to 
distinguish the claimed invention from the cited prior arts or overcome the rejection of said 
claims under 35 U.S.C. 103 as discussed below. Applicant's argument with respect to the 
pending claims have been fully considered, but they are not persuasive for at least the 
following reasons. 

3. Applicant asserts that there is no motivation to combine the prior art as proposed in the 
office action, Britton et al. (US#6,697,326) with Mellquist (US#6,1 15,545), i.e. In response, 
the examiner recognizes that obviousness can only be established by combining or modifying 
the teachings of the prior art to produce the claimed invention where there is some teaching, 
suggestion, or motivation to do so found either in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art. See In re Fine, 837 F.2d 
1071, 5 USPQ2d 1596 (Fed. Cir. 1988) and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. 
Cir. 1992). In this case, Britton discloses the use of Address Resolution Protocol (ARP) in 
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TCP/IP networks such as the Internet, provides to requesting hosts a mapping between an IP 
address and a media access control (MAC) address. Britton's invention ensures that a single 
and consistent reply is made to ARP request in a system of connected IP networks (intercon- 
nected IP networks with different addresses A and B as shown in Fig. 1 and Flow chart 5). In 
the same field of endeavor, Mellquist discloses a network device connected to a local network 
is configured using a module operating within a console connected to the local network. Once 
activated, the module obtains an unused network address. After obtaining the unused network 
address, the console waits for receipt of a request from the network device. Upon receipt of 
the request, the console forwards to the network device a response. The response includes the 
unused address along with subnet and gateway information for the console. The console then 
establishes a network connection to the network device and displays on a monitor for the 
console, an address value, a subnet mask value and a gateway value for the network device. 

Applicant's argument with respect to the rejected claims of record (page 12,last 
paragraph) that the cited references do not disclose or suggest establishing contact with a node 
in one network from another node in another different network. Applicant furthers alleges 
that Britton's resolution protocol requests applied to the same physical network. However, 
Britton et al. (US#6,697,326) discloses in Fig. 1 a block circuit diagram illustrated of a host 
containing three adapters, two of which are connected to first network and the third being 
connected to a different network in establishing communications in IP networks utilizing ARP 
request. Generally to the field of networking, a host which needs to learn the MAC address 
for a given IP address broadcasts an ARP request containing the IP address to all routers and 
hosts in a network. The requests are received by adapters at the hosts; it is an adapter that 



Application/Control Number: 09/800,755 Page 4 

Art Unit: 2665 

owns an IP address and a corresponding MAC address. The requesting host learns the MAC 
address corresponding to an IP address by virtue of an ARP reply to an ARP request. An ARP 
reply is sent from the host that owns the corresponding adapter or, in some cases, an adapter is 
arranged to perform ARP processing and it responds to,ARP requests instead of the host. 
Such an adapter is called an offload adapter. In the remainder of this specification, host will 
be used to refer to both hosts that perform some kind of data processing in the traditional 
sense and to routers that route messages between networks or to nodes that perform both 
functions (Col. 1, lines 14 plus). Refer to Fig. 2, in which when an adapter (A) becomes 
active, the owning host sends an ARP advertisement into the network over adapter A that 
associates the MAC address for adapter A (MAC- A) with an IP address (IP-A). This 
advertisement is received by all hosts in the network and they update their ARP cache table to 
map IP-A to MAC-A accordingly. If the advertisement is also received at the sending host 
over a different adapter B, then the host knows that adapter B is on in the same physical 
network as adapter A. Therefore, B can be designated as a backup adapter for A and A can be 
designated as backup adapter for B. The host maintains a backup adapter field for each 
adapter owned by the host where this information is maintained. When the host discovers that 
adapter B is in the same network as adapter A, it queries the backup adapter field. If no 
backup adapter has been designated for A, then the host sets B as the backup adapter for A. 
Likewise, the host queries the backup adapter field for adapter B and sets A as the backup 
adapter for B if no backup adapter has already been designated. If adapter A fails or becomes 
inactive, the host resets the backup adapter field for any adapter it owns for which A is 
marked as the backup adapter. If a backup adapter B has been designated for A, the owning 



Application/Control Number: 09/800,755 Page 5 

Art Unit: 2665 

host also sends an ARP advertisement associating MAC-B with IP-A. This advertisement 
causes each host in the network to update their ARP cache table to map IP-A to MAC-B. This 
allows network connections to IP-A originally served via adapter A to continue non- 
disruptively over adapter B and it also provides access to the host for subsequent new 
connections. Whenever the host receives an ARP request for IP-A on adapter B, the host 
replies to the request with MAC-B. When adapter A later becomes active, the host sends a 
gratuitous ARP advertisement that maps IP-A to MAC-A. This allows adapter A to re-assume 
responsibility for responding to ARP requests for IP-A (Col. 6, lines 2 plus). Therefore, the 
Examiner maintains that the references cited and applied in the last office actions are 
maintained in this office action. 

Claim Rejections - 35 USC 9 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth 
in section 102 of this title, if the differences between the subject matter sought to be patented and the 
prior art are such that the subject matter as a whole would have been obvious at the time the invention 
was made to a person having ordinary skill in the art to which said subject matter pertains. Patentability 
shall not be negatived by the manner in which the invention was made. 

5. Claims 19-20, 22-32 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Britton et al. (US#6,697,326) in view of Mellquist (US#6,1 15,545). 
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With respect to claims 19-20, 22-24 and 29-32, the references disclose a novel method 
and system for establishing communications between two computing devices, according to 
the essential features of the claims. Britton et al. (US#6,697,326) provides a method of 
multiple computing hosts using the Internet Protocol (IP), and to the use of the Address 
Resolution Protocol (ARP) and to ensuring that only a single and consistent reply is generated 
in response to each ARP request. Britton teaches in Fig. 1 a block diagram illustrated a host 
containing three adapters, two of which are connected to a first network (TR1), and the third 
being connected to a different network (TR2) in communications (Col. 1, lines 36 plus and 
Col. 9, lines 45 plus). The Address Resolution Protocol (ARP), used in TCP/IP networks 
such as the Internet, provides to requesting hosts a mapping between an IP address and a 
media access control (MAC) address. A host which needs to learn the MAC address for a 
given IP address broadcasts an ARP request containing the IP address to all routers and hosts 
in a network. The requests are received by adapters at the hosts; it is an adapter that owns an 
IP address and a corresponding MAC address. The requesting host learns the MAC address 
corresponding to an IP address by virtue of an ARP reply to an ARP request. An ARP reply is 
sent from the host that owns the corresponding adapter or, in some cases, an adapter is 
arranged to perform ARP processing and it responds to ARP requests instead of the host (Col. 
1, lines 14-32). In the same field of endeavor, Mellquist (US#6,1 15,545) discloses in Fig. 1 a 
simplified block diagram of a local network 32 with a local console 34 and a network device 
33 are shown connected to. Local network 32 is connected to Internet 30 through a gateway 
31 for establishing a network connection to the network device (Col. 4, lines 35 plus, and Col. 
6, lines 63 plus). 
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Regarding claims 25-28, Mellquist further teaches in Fig. 3 a data flow diagram 
illustrated IP configuration of a network device in establishing communications, in which a 
network device connected to a local network is configured using a module operating within a 
console connected to the local network. Once activated, the module obtains an unused 
network address. After obtaining the unused network address, the console waits for receipt of 
a request from the network device. Upon receipt of the request, the console forwards to the 
network device a response. The response includes the unused address along with subnet and 
gateway information for the console. The console then establishes a network connection to the 
network device and displays on a monitor for the console, an address value, a subnet mask 
value and a gateway value for the network device (Col. 3, lines 30 plus). 

One skilled in the art would have recognized the need for effectively and efficiently 
establishing communications between two computing devices utilizing ARP in a system of 
connected IP networks, and would have applied Mellquist' s teaching of the IP configuration 
of network device connected to a local network into Britton's novel use of the ARP in a 
system of connected IP networks. Therefore, It would have been obvious to a person of 
ordinary skill in the art at the time of the invention was made to apply Mellquist' s automatic 
IP address allocation and assignment into Britton's method and apparatus for generating 
replies to address resolution protocol (ARP) requests with the motivation being to provide a 
method and system for establishing contact with a computing device that is outside the 
distinguished computer network. 
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6. Claims 1-6 and 12-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Britton et al. (US#6,697,326) in view of Mellquist (US#6,1 15,545) as applied to the claims 
above, and further in view of OToole et al. (US#6,345,294). 

With respect to claims 1-6 and 12-17, Britton et al. (US#6,697,326) and Mellquist 
(US#6, 115,545) disclose the claimed limitations discussed in paragraph 3 above. However, 
these claims differ from the claims above in that the claims require the feature of using the 
logical target address of the message to communicate with the second node, hi the same field 
of endeavor, OToole et al.(US#6,345,294) discloses such configuration establishing 
communications between computing devices in different networks. OToole teaches in Fig. 4 
a flow chart illustrated the boot procedure of an appliance in establishing communications, 
wherein the booting parameters comprise an IP address of the appliance. With reference to 
Fig. 4, the appliance, upon being powered on (step 100), makes use of known protocols of 
boot or DHCP requests (step 102) to obtain a source of network parameters. The boot server 
or DHCP server is a computer that acts as a server in the local networking environment and 
that responds to certain types of route requests messages. A boot server or DHCP server 
typically responds with a small message that contains some parameters that the requesting 
computer needs to be given (step 104). These parameters typically include the IP address of 
the appliance that is attempting to boot, the subnet mask of the appliance, the IP addresses of 
one or more routers (typically one router closest to the appliance, such as a router within the . 
same building as the appliance, which may be connected directly to the Internet or which 
instead may be internal for a large building), one or more name servers (typically two or more 
name servers; computers, in order to operate properly, often need to be told the address of the 
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name server that is used to translate the names of computers, including addresses of 
computers), as well as numerous optional parameters. The appliance can construct candidate 
network parameters both by communicating with a boot server or DHCP server, as described 
above, and by simply observing other traffic on the network. If the appliance has received 
candidate network parameters from a boot server or a DHCP server (step 104), it will test 
these parameters by attempting to send and receive network messages (step 106) (Col. 7, lines 
40plus). 

One skilled in the art would have recognized the need for effectively and efficiently 
establishing communications between two computing devices utilizing ARP in a system of 
connected IP networks, and would have applied OToole's configuring the second node to 
receive messages at the logical target address of the message, and Mellquist's teaching of the 
IP configuration of network device connected to a local network into Britton's novel use of 
the ARP in a system of connected IP networks. Therefore, It would have been obvious to a 
person of ordinary skill in the art at the time of the invention was made to apply O' Toole's 
methods and apparatus for remote configuration of an appliance on a network, and 
Mellquist's automatic IP address allocation and assignment into Britton's method and 
apparatus for generating replies to address resolution protocol (ARP) requests with the 
motivation being to provide a method and system for establishing contact with a computing 
device that is outside the distinguished computer network. 
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Allowable Subject Matter 

7. Claims 7-11, 21 and 33-35 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the limitations 
of the base claim and any intervening claims. 

8. The following is an examiner's statement of reasons for the indication of allowable 
subject matter: The closest prior art of record fails to disclose or suggest wherein it is 
determined that no address resolution response to the detected address resolution request is 
transmitted from a node in the first network other than the first node if at least a threshold 
period of time elapses after the address resolution request is detected/if the detected address 
resolution request is rebroadcast at least a threshold number of times without a response to the 
detected address resolution request being detected, as specifically recited in claims 7-9; 
whether in response to determining that no address resolution response to the detected address 
resolution request is transmitted from a node in the first network other than the first node,. 
Sending a gratuitous address resolution protocol request identifying the first node as the 
owner of the logical target address contained in the detected address resolution request, as 
recited in claims 10-11. The closest prior art of record fails to disclose or suggest wherein 
adopting the target address contained by the first message as the address of the first node; 
including the target address contained by the first message in the second message as the 
source address of the second message, and receiving messages having as their target addresses 
the target address contained by the first message, as recited in the claims 21, 33-35. 
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Conclusion 

9. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION THIS ACTION IS MADE FINAL. See 
MPEP ' 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until 
after the end of the THREE-MONTH shortened statutory period, then the shortened statutory 
period will expire on the date the advisory action is mailed, and any extension fee pursuant to 
37 CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to M. Phan whose telephone number is (571) 272-3149. The 
examiner can normally be reached on Mon - Fri from 6:00 to 3:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Huy Vu, can be reached on (571) 272-3155. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 872-9306. 
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Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (571) 272-2600. 

Mphan 
12/07/2004. 




